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DETAILED ACTION 



1. 



Claims 1-33 are pending in this office action. 



Drawings 



2. 



The proposed drawing correction and/or the proposed substitute sheets of drawings, filed 



on January 31, 2001 have been accepted. 



Claim Rejections - 35 USC §102 



3. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 



the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 1-4, 8, 10-11, 16-20, 23, 25-28, and 32 are rejected under 35 U.S.C. 102(e) as 

being clearly anticipated by U.S. Patent No. 6,636,733 by Helferich. 

Regarding claims 1, Helferich discloses in a computerized system that includes 

one or more mobile devices (Figure 1,10) and an electronic message server (Figure 1,16) 

supporting wireless communication (see Figure 1), wherein at least some of the mobile devices 

have an input system that is inherently optimized for numeric input rather than text input 

(column 2, lines 34-38), and wherein at least some of the mobile devices are capable of sending 

and receiving electronic messages (column 8, lines 6-9), a method of composing an electronic 

message using a mobile device, the method comprising the acts of: 

receiving a command to begin inherently composing an electronic message; receiving a 

command to add audio content to the electronic message (column 8, lines 19-21); diverting to a 
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temporary storage or temporary mailbox, an audio content stream received at an audio input 
(column 4, lines 48-62); inherently storing the audio content stream in a format that is 
compatible with adding audio content to the electronic message; and attaching the formatted 
audio content to the electronic message (column 6, lines 64 - column 7, line 1; column 8, lines 
13-16 and lines 21-24). 

Regarding claim 2, a method as recited in claim 1, wherein Helferich further discloses the 
mobile device comprises a phone (as shown in Figure 1,10) and the temporary storage 
inherently comprises a temporary data file (column 4, lines 54-56), and wherein the audio 
content stream received at the audio input is generated by a user inherently speaking into the 
phone's mouthpiece (column 4, lines 61-62). 

Regarding claim 3, a method as recited in claim 1, wherein Helferich further discloses the 
electronic message comprises an electronic mail message (column 8, lines 6-9), and wherein the 
formatted audio content is attached as an electronic mail attachment (column 6, lines 64 - 
column 7, line 1; column 8, lines 13-16 and lines 21-24). 

Regarding claim 4, a method as recited in claim 3, wherein Helferich further discloses the 
electronic mail message is composed in either replying to or forwarding a specific electronic 
mail message (column 8, lines 21-26), the method further comprising the act of receiving the 
specific electronic mail message (column 5, lines 42-45). 

Regarding claim 8, a method as recited in claim 1, wherein Helferich further discloses 
receiving the command to add audio content to the electronic message is based on either the 
selection of a user interface menu item to add audio content to the electronic message or the 
press of a record button (column 8, lines 21-22). 
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Regarding claim 10, Helferich discloses in a computerized system that includes 
one or more mobile devices (Figure 1,10) and an electronic message server (Figure 1,16) 
supporting wireless communication (see Figure 1), wherein at least some of the mobile devices 
have an input system that is inherently optimized for numeric input rather than text input 
(column 2, lines 34-38), and wherein at least some of the mobile devices are capable of sending 
and receiving electronic messages (column 8, lines 6-9), a method of composing an electronic 
mail message using a mobile device, the method comprising the acts of: 
receiving a command to begin inherently composing an electronic mail message; receiving a 
command to add audio content to the electronic mail message (column 8, lines 19-21); diverting 
to a temporary storage or temporary mailbox, an audio content stream received at an audio input 
(column 4, lines 48-62); inherently storing the audio content stream in a format that is 
compatible with adding audio content to the electronic mail message; and attaching the formatted 
audio content to the electronic mail message (column 6, lines 64 - column 7, line 1; column 8, 
lines 13-16 and lines 21-24). 

Regarding claim 1 1 , please see the rejection of the method in claim 4 to reject the method 
in claim 1 1 . 

Regarding claim 16, Helferich discloses in a computerized system that includes 
one or more mobile devices (Figure 1,10) and an electronic message server (Figure 1,16) 
supporting wireless communication (see Figure 1), wherein at least some of the mobile devices 
have an input system that is inherently optimized for numeric input rather than text input 
(column 2, lines 34-38), and wherein at least some of the mobile devices are capable of sending 



t 



Application/Control Number: 09/773,353 



Page 5 



Art Unit: 2645 

and receiving electronic messages (column 8, lines 6-9), a method of composing an electronic 
message using a mobile device, the method comprising the acts of: 

initiating the creation of an electronic message, the electronic message to include audio content; 
capturing audio content from an audio content stream being received at an audio input, wherein 
the audio content stream is generated by a user inherently speaking into the audio input; adding 
the audio content to the electronic message in a format that is inherently compatible with the 
electronic message (column 6, lines 64 - column 7, line 1; column 8, lines 13-16 and lines 21- 



Regarding claim 17, a method as recited in claim 16, wherein Helferich further discloses 
the mobile device comprises a telephone (as shown in Figure 1, 10), and wherein the audio 
stream is generated by a user inherently speaking into the telephone's mouthpiece (column 4, 
lines 61-62). 

Regarding claim 18, A method as recited in claim 16, wherein the electronic message 
comprises an electronic mail message, and wherein the step for adding the audio content to the 
electronic message comprises the acts of inherently formatting the captured audio content stream 
to be compatible with the electronic mail message; and attaching the formatted audio content to 
the electronic mail message (column 6, lines 64 - column 7, line 1; column 8, lines 21-24). 

Regarding claim 19, a method as recited in claim 18, wherein Helferich further discloses 
the electronic mail message is composed in either replying to or forwarding a specific electronic 
mail message (column 8, lines 21-26), and wherein the step for initiating the creation of the 
electronic mail message includes the act of receiving the specific electronic mail message 
(column 5, lines 42-45). 



24). 
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Regarding claim 20, a method as recited in claim 16, wherein Helferich further discloses 
the step for capturing audio content from the audio content stream comprises the acts of diverting 
the audio content stream to a temporary storage; and storing the audio content stream in the 
temporary storage (column 4, lines 48-62). 

Regarding claim 23, a method as recited in claim 16, wherein Helferich further discloses 
the step for initiating the creation of an electronic message comprises the acts of receiving a 
command to begin inherently composing an electronic message; and receiving a command to add 
audio content to the electronic message, wherein the act of receiving the command to add audio 
content to the electronic message is based on either the selection of a user interface menu item to 
add audio content to the electronic message or the press of a record button (column 8, lines 21- 



Regarding claim 25, Helferich discloses in a computerized system that includes one or 
more mobile devices (Figure 1, 10) and an electronic message server (Figure 1,16) supporting 
wireless communication (see Figure 1), wherein at least some of the mobile devices have an 
input system that is inherently optimized for numeric input rather than text input (column 2, lines 
34-38), and wherein at least some of the mobile devices are capable of sending and receiving 
electronic messages (column 8, lines 6-9), a computer program product for implementing a 
method of composing an electronic message using a mobile device, comprising: a computer 
readable medium or message processor for carrying machine-executable instructions for 
implementing the method (Figure 1, 18); and wherein said method is inherently comprised of 
machine-executable instructions for a mobile device performing the acts of: 
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receiving a command to begin inherently composing an electronic message; receiving a 
command to add audio content to the electronic message (column 8, lines 19-21); diverting to a 
temporary storage or temporary mailbox, an audio content stream received at an audio input 
(column 4, lines 48-62); inherently storing the audio content stream in a format that is 
compatible with adding audio content to the electronic message; and attaching the formatted 
audio content to the electronic message (column 6, lines 64 - column 7, line 1; column 8, lines 
13-16 and lines 21-24). 

Regarding claim 26, a computer program product as recited in claim 25, wherein 
Helferich further discloses the mobile device comprises a phone (as shown in Figure 1,10) and 
the temporary storage inherently comprises a temporary data file (column 4, lines 54-56), and 
wherein the audio content stream received at the audio input is generated by a user inherently 
speaking into the phone's mouthpiece (column 4, lines 61-62). 

Regarding claim 27, a computer program product as recited in claim 25, wherein 
Helferich further discloses the electronic message comprises an electronic mail message (column 
8, lines 6-9), and wherein the formatted audio content is attached as an electronic mail 
attachment (column 6, lines 64 - column 7, line 1; column 8, lines 13-16 and lines 21-24). 

Regarding claim 28, a computer program product as recited in claim 27, wherein 
Helferich further discloses the electronic mail message is composed in either replying to or 
forwarding a specific electronic mail message (column 8, lines 21-26), the method further 
comprising the act of receiving the specific electronic mail message (column 5, lines 42-45). 

Regarding claim 32, computer program product as recited in claim 25, wherein Helferich 
further discloses receiving the command to add audio content to the electronic message is based 
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on either the selection of a user interface menu item to add audio content to the electronic 
message or the press of a record button (column 8, lines 21-22). 



5. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 5, 14, 21, and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No. 6,636,733 by Helferich in view of U.S. Patent No. 6,421,707 by Miller et al, 
hereinafter Miller. 

Regarding claim 5, 14, 21, and 29, wherein Helferich fails to disclose: the total amount of 
audio content that may be stored in temporary storage is limited to a predetermined maximum, 
the method further comprising the act of displaying a progress indicator to show a current 
amount of temporary storage used in storing the data stream compared to the predetermined 
maximum. 

Helferich teaches a memory management arrangement for automatically deleting 
messages stored in a mobile phone when the device's memory is full (column 8, lines 47-50). 
When the memory becomes full, one or more message bodies are overwritten, to make room for 
a new message to be stored (column 8, line 65 - column 9, line 2). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the method of Helferich to include a memory management arrangement for 
the temporary storage as taught by Helferich to limit the temporary storage to a predetermined 
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maximum. One of ordinary skill in the art would have been lead to make such a modification 
since the message processor functions as a voice store and forward system and needs a limit to 
store voice messages for the user, in order for new messages to be stored and old messages to be 
deleted. 

Miller discloses a wireless multimedia messaging communications method and apparatus 
that permits a subscriber to a wireless communications service to receive and generate 
multimedia messages from known wireless personal communications devices (see Abstract). In a 
computerized system that includes one or more devices (Figure 3, 301) and an electronic 
message server or WDS (wireless data server) (Figure 3, 320; column 2, lines 46-51) supporting 
wireless communication (see Figure 3), wherein at least some of the devices have an input 
system that is inherently optimized for numeric input rather than text input (e.g. by dialing a 
phone number), and wherein at least some of the devices are capable of sending and receiving 
electronic messages (Figure 1,151). In opening an email message, Miller further discloses 
displaying the size of an email that is received at said device (as shown in Figure 4m, Entire Mail 
(73K)) in comparison to the predetermined maximum size of the user's Inbox (Figure 4c, 
700KB), wherein notification is sent to the user when the mailbox size exceeds the quota limit. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the method of Helferich to include displaying the size of the current amount 
of storage used in storing the email compared to the predetermined maximum as taught by Miller 
to make sure the user does not exceed the quota limit. One of ordinary skill in the art would have 
been lead to make such a modification since a sender should make sure the predetermined 
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maximum of a storage area for files has not been reached, in order for attachments to be sent 
successfully. 

7. Claims 6-7, 9, 12-13, 15, 22, 24, 30-31, and 33 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over U.S. Patent No. 6,636,733 by Helferich in view of U.S. Patent No. 
6,421,707 by Miller et al, hereinafter Miller. 

Regarding claims 6-7, 9, 12-13, 15, 22, 24, 30-31, and 33, wherein Helferich fails to 
disclose: (a) wherein the format used to store the audio content stream allows for data 
compression, the method further comprising the act of compressing the audio content stream in 
accordance with the storage format; (b) wherein the storage format is a WAV file format; (c) 
displaying an indicator that audio content has been attached to the electronic message; and 
displaying the size of the attached audio content; and (d) wherein attaching the formatted audio 
content to the electronic mail message complies with a Multipurpose Internet Mail Extensions 
(MIME) specification. 

Miller discloses a wireless multimedia messaging communications method and apparatus 
that permits a subscriber to a wireless communications service to receive and generate 
multimedia messages from known wireless personal communications devices (see Abstract). In a 
computerized system that includes one or more devices (Figure 3, 301) and an electronic 
message server or WDS (wireless data server) (Figure 3, 320; column 2, lines 46-51) supporting 
wireless communication (see Figure 3), wherein at least some of the devices have an input 
system that is inherently optimized for numeric input rather than text input (e.g. by dialing a 
phone number), and wherein at least some of the devices are capable of sending and receiving 
electronic messages (Figure 1, 151). Miller further discloses receiving an email on said device 



• t 

Application/Control Number: 09/773,353 Page 1 1 

Art Unit: 2645 

(Figure 4h), an indicator that indicates an audio content is attached to the email, and a display of 
the size of the attached audio content (Figure 4s, Wav (3K)). The audio content is a WAV file, 
which inherently allows for data compression. The attached WAV file inherently complies with 
a MIME specification. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the method of Helferich to include an audio content in WAV file format that 
complies with a MIME specification, an indicator that indicates an audio content is attached to 
the email, and a display of the size of the attached audio content as taught by Miller to send an 
email with a voice attachment. One of ordinary skill in the art would have been lead to make 
such a modification since the user of the mobile device that is composing the email message can 
see the indicator on said device to make sure that the audio content is attached and see the 
display of the audio attachment. Also, the attachment will be compressed because it is in WAV 
file format and the attachment complies with a MIME specification. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

• U.S. Patent Application Publication by Kinnunen et al teach a cellular radiotelephone 
where a user can send a sound file as an attachment in an email; wherein an indicator 
displays the sound file is attached in said email 
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Any response to this action should be mailed to: 



Commissioner of Patents and Trademarks 
Washington, D.C. 20231 



Or faxed to: 



(703) 872-93 14 (for formal communications intended for entry) 



Or call: 



(703) 306-0377 (for customer service assistance) 



Hand-delivered responses should be brought to: Crystal Park II, 2121 Crystal Drive, Arlington, 
VA, Sixth Floor (Receptionist). 



examiner should be directed to Lisa Hashem whose telephone number is (703) 305-4302. The 
examiner can normally be reached on M-F 8:30-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (703) 305-4895. Any inquiry of a general nature or 
relating to the status of this application or proceeding should be directed to the Group 
receptionist whose telephone number is (703) 305-3900. 



10. Any inquiry concerning this communication or earlier communications from the 
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